TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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Appeal No. 96-4203
Appl i cation No. 08/409, 550!

ON BRI EF

Bef ore HAI RSTON, KRASS and DI XON, Adm ni strative Patent
Judges.

HAI RSTON, Adni nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 13. In an Anmendnent After Final (paper nunber 21),

clainms 11 and 13 were anended.

! Application for patent filed March 24, 1995. According
to the appellant, the application is a continuation of
Application No. 08/133,685, filed October 7, 1993.
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The di scl osed invention relates to air-bearing surfaces

on a slider.
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Claiml is illustrative of the clained invention, and it
reads as foll ows:

1. Auniformfly height slider for reading and witing
data on a planar rotating data storage nedium said slider
conpri si ng:

a generally rectangul ar body having a length identified
by leading and trailing edges relative to rotation of the
medi um

sai d body having an inner |ongitudinal edge traversing
fromsaid leading to trailing edges and | ocated adjacent to a
center of rotation of the medi um

sai d body having an outer |ongitudinal edge traversing
fromsaid leading to trailing edges and spaced from said inner
| ongi t udi nal edge;

outer and inner air bearing surfaces extending paralle
to each other and traversing fromsaid |eading to trailing
edges;

said outer air bearing surface being spaced from said
outer |ongitudi nal edge of said body;

said inner air bearing surface being coincident with said
i nner | ongitudinal edge of said body to maxim ze the distance
bet ween said outer and inner air bearing surfaces;

an outer fly height control contour situated on an outer
edge of said outer air bearing surface adjacent to said outer
| ongi tudi nal edge of said body and traversing fromsaid
| eading to trailing edge, said outer contour being recessed
fromsaid outer air bearing surface;

an inner fly height control contour situated on an inner
edge of said outer air bearing surface and traversing from
said leading to trailing edge, said inner contour being
recessed fromsaid outer air bearing surface; and
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a shoul der situated between said outer contour and said
outer |ongitudi nal edge of said body and traversing fromthe
| eading edge to the trailing edge, said shoul der being
recessed from said outer contour

The references relied on by the exam ner are:?

Mat suzaki et al. (Matsuzaki) 5,134,531 July

28, 1992

kita et al. (Ckita) 3-157861 July 5, 1991
(Japanese patent)

Mat suzaki 3-132910 June 6,
1991

(Japanese patent)

Clains 1 through 3 and 5 through 13 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over Matsuzaki ‘910 in
view of Ckita.

Claim4 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Matsuzaki ‘910 in view of Ckita and
Mat suzaki ‘531

Reference is nmade to the brief and the answer for the
respective positions of the appellant and the exam ner.

OPI NI ON
Mat suzaki ‘910 discloses a slider (Figures 1, 4 and 5)

with air bearing nenbers 11 and 12. The exam ner acknow edges

2 Copies of the translations for Ckita and Matsuzaki are
attached.
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(Answer, page 3) that Matsuzaki ‘910 does not show an inner
air bearing surface “coincident with the |ongitudi nal edge of
the slider.”

kita discloses a slider (Figures 1 through 8) in which
both of the air bearing nenbers are coincident with the
| ongi tudi nal edge of the slider.

According to the exam ner (Answer, page 4), “it would
have been obvious to one of ordinary skill in the art at the
time the invention was nade to nove the inner rail of
Mat suzaki over in order to be coincident with the | ongitudinal
edge . . . because doing this would help to stiffen the slider
and increase the stability of the slider.”

Appel | ant acknowl edges (Brief, page 14) that it is known
to locate “both air bearing rails coincident with a slider
edge,” but argues (Brief, pages 14 and 15) that inperm ssible
hi ndsi ght woul d be needed on the part of the exam ner to pick
and choose from known features “in order to rebuild a prior
device in the manner to provide for the first tinme an
appar at us/ net hod as cl ai med by appell ant.”

In the absence of a teaching or a suggestion in the
appl i ed references or a convincing line of reasoning by the

5
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exam ner for selecting only one of the air bearing nenbers in
Mat suzaki ‘910 to nmake coincident wth the edge of the slider
body when Ckita clearly teaches to nake both air bearing
menbers coincident wth the edge of the slider, we nust agree
with the appellant that the exam ner has exercised

i nperm ssible hindsight in rejecting the clains on appeal.
Thus, the 35 U.S.C. 8 103 rejection of clains 1 through 3 and

5 through 13 is reversed because a prinma facie case of

obvi ousness can not be established based upon inperm ssible
hi ndsi ght .

The 35 U.S.C. 8 103 rejection of claim4 is reversed
because Matsuzaki ‘531 does not cure the noted shortcom ngs in
the teachings of Matsuzaki ‘910 and ita.

DECI SI ON

The deci sion of the exam ner rejecting clains 1 through

13 under 35 U.S.C. § 103 is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge
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BOARD OF PATENT
ERROL A. KRASS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOSEPH L. DI XON
Adm ni strative Patent Judge
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